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1. GENERAL INFORMATION

1.1 Governing Copyright Statute

The Copyright Act 1987 (CA) governs copyright
in Malaysia. The CA may be accessed online at
the official website of the Intellectual Property
Corporation of Malaysia (IPCM).

In addition to the CA, the following regulations
made under the CA and case law form the prin-
cipal sources of law that regulate copyright:

+ Copyright (Licence to Produce and Publish
in the National Language a Translation of a
Literary Work) Regulations 1987;

« Copyright (Notice of Prohibition of Import)
Regulations 1987;

+ Copyright (Public Libraries and Educational
Scientific or Professional Institutions) Order
1987;

+ Copyright (Application to Other Countries)
Regulations 1990;

« Copyright (Licensing Body) Regulations 2012;

« Copyright (Voluntary Notification) Regulations
2012; and

 Copyright (Copyright Tribunal) Regulations
2012.

The CA has been amended via the Copyright
(Amendment) Act 2022 (Act A1645) which was
published in the Gazette on 10 February 2022.
In essence, the amendments will give effect to
Malaysia’s accession to the Marrakesh Treaty,
which allows for copyright exceptions to facili-
tate the creation of accessible versions of books
and other copyrighted works for visually impaired
persons. The amendments also recognise new
offences to combat the latest trends of piracy on
the internet and expand enforcement powers to
enhance effective action against infringement.

1.2 Berne Convention
Malaysia acceded to the Berne Convention for
the Protection of Literary and Artistic Works 1886

(“Berne Convention”) as revised by the Paris

Act 1971, on 1 October 1990. A member of the
World Trade Organisation (WTO), Malaysia fol-

lows the Agreement on Trade-Related Aspects
of Intellectual Property Rights including Trade in
Counterfeit Goods (“TRIPS Agreement”).

Malaysia is also a signatory to the following
international treaties related to intellectual prop-
erty (in chronological order):

« Paris Convention for the Protection of Indus-
trial Property (acceded: 23 June 1988; in
force: 1 January 1989);

» Convention Establishing the World Intellectual
Property Organisation (acceded: 1 October
1988; in force: 1 January 1989);

 Patent Cooperation Treaty (PCT) (acceded: 16
May 2006; in force: 16 August 2006);

* Vienna Agreement Establishing an Interna-
tional Classification of the Figurative Elements
of Marks (acceded: 28 June 2007; in force: 28
September 2007);

* Nice Agreement Concerning the International
Classification of Goods and Services for
the Purposes of the Registration of Marks
(acceded: 28 June 2007; in force: 28 Septem-
ber 2007);

* WIPO Copyright Treaty (acceded: 27 Septem-
ber 2012; in force: 27 December 2012);

* WIPO Performances and Phonograms Treaty
(acceded: 27 September 2012; in force: 27
December 2012); and

» Madrid Protocol (acceded: 27 September
2019; in force: 27 December 2019).

1.3 Foreign Copyright Holders

While there is currently no system of copyright
registration in Malaysia, copyright holders are
advised to make a voluntary notification to the
Controller of Copyright (the “Controller”), IPCM
with a prescribed fee (Section 26A, CA). A Regis-
ter of Copyright (the “Register”) is created which
contains all the particulars relating to the copy-
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right. The Register, a public document available
for examination, notifies the public of the exist-
ence of copyright in a work. The certified true
extracts of the Register are prima facie evidence
of the particulars in the Register and are admis-
sible in evidence in all High Court proceedings.

After Malaysia acceded to the Berne Conven-
tion, the Copyright (Application to Other Coun-
tries) Regulations 1990 were enforced on 1
October 1990 in line with the principle of national
treatment codified in Article 5(1) of the Berne
Convention.

Under this principle, authors who are nation-
als or residents of a Berne Union country will
enjoy the same copyright protection conferred
by another Berne Union country on its nationals.
The copyright protection is automatic and not
conditional upon any formalities, such as regis-
tration. Thus, all works first published in any of
the 179 Berne signatory countries are eligible for
copyright protection in Malaysia, irrespective of
whether they are published in Malaysia.

The Court of Appeal in DNC Asiatic Holdings Sdn
Bhd & 2 Ors v Honda Giken Kogyo Kabushiki
Kaisha (also known as “Honda Motor Co Ltd”)
(2020) 1 CLJ 799 held that as Malaysia is a mem-
ber of the Berne Convention, under the principle
of national treatment, Japanese nationals have
the same copyright protection as nationals of the
other 179 Berne signatory countries.

2. COPYRIGHTED WORKS

2.1 Copyright Protection: Essential
Elements

Categories of Work

The qualifying requirements to benefit from cop-
yright protection vary according to the catego-
ries of work.

Literary, musical or artistic works

* The work must be original (Section 7(3)(a),
CA); and

« the author must show that sufficient effort has
been expended to make the work original in
character; and

 the work must be written down, recorded or
otherwise reduced to material form (Section
7(3)(b), CA); and

« the author must be a citizen or a permanent
resident or a corporation incorporated in
Malaysia or a country which is a member of
the Berne Convention (Section 10(1), CA); or

+ the work must be published or made in
Malaysia first, or a country which is a member
of the Berne Convention (Section 10(2) and
(3), CA).

Films

» The work (a sequence of visual images capa-
ble of being shown as a moving picture) must
be affixed in some material form (Section 3,
CA); and

« the author must be a citizen or a permanent
resident or a corporation incorporated in
Malaysia or a country which is a member of
the Berne Convention (Section 10(1), CA); or

+ the work must be published or made in
Malaysia first, or a country which is a member
of the Berne Convention (Section 10(2) and
(3), CA).

Sound recordings

* The work (a sequence of audible sounds or
representation of sounds) must be affixed in
some material form; and

« the author must be a citizen or a permanent
resident or a corporation incorporated in
Malaysia or a country which is a member of
the Berne Convention (Section 10(1), CA); or

+ the work must be published or made in
Malaysia first, or a country which is a member
of the Berne Convention (Section 10 (2) and
(3), CA).
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Broadcasts

» The work (transmission of images, sounds or
other information) must be transmitted to or
received by the general public; and

« the author must be a citizen or a permanent
resident or a corporation incorporated in
Malaysia or a country which is a member of
the Berne Convention (Section 10(1), CA); or

« the work must be transmitted from Malaysia
or from a country that is a member of the
Berne Convention (Section 10(2) & (3), CA).

Published editions of works

* The typographical arrangement of a pub-
lished edition of a literary, artistic or musical
work must be a new edition, which does not
reproduce the typographical arrangement of a
previous edition; and

« the publisher of the edition must be a citizen
or a permanent resident or a corporation
incorporated in Malaysia or the United King-
dom; or

« the first publication of the edition must have
taken place in Malaysia (Section 9, CA).

2.2 Copyright Protection: Special
Notice and Registration of Works

A work which is qualified for copyright protection
under the CA is initially automatically vested in
the author, upon the fulfilment of the conditions
in 2.1 Copyright Protection: Essential Ele-
ments (Section 26, CA).

In Malaysia, the owner of a copyright work, an
assignee or licensee of the copyright may make
a voluntary notification to the Controller, IPCM
with a prescribed fee (Section 26A, CA). A Reg-
ister is created which contains all the particulars
relating to the copyright. The certified extracts
of the Register are prima facie evidence of the
particulars in the Register and are admissible in
evidence in all High Court proceedings.

Alternatively, an affidavit or statutory declara-
tion by any person claiming to be the owner of
the copyright in any works eligible for copyright,
including the particulars thereof, is admissible as
evidence in any proceedings under this Act and
is prima facie evidence of the facts contained
therein (Section 42, CA).

2.3 Categories of Copyrightable Works

Section 6 of the CA states that no copyright will
subsist other than by virtue of the CA, which
provides a comprehensive list. The broad cat-
egories of copyrightable works under the CA are:

« literary works;

* musical works;

« artistic works;

* films;

* sound recordings; and
* broadcasts.

Literary Works
These include:

* novels, stories, books, pamphlets, manu-
scripts, poetry and other writings;

* plays, dramas, stage directions, film sce-
narios, broadcasting scripts, choreographic
works and pantomimes;

« treatises, histories, biographies, essays and
articles;

« encyclopaedias, dictionaries and other works
of reference;

« letters, reports and memoranda;

* lectures, addresses, sermons and other
works of the same nature;

- tables or compilations, whether or not
expressed in words, figures or symbols and
whether or not in a visible form; and

« computer programs.

The scope of literary work does not cover official
legislative or regulatory texts of the government
or statutory bodies, judicial decisions, political
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speeches and political debates, speeches deliv-
ered in the course of legal proceedings, and the
official translation thereof.

Musical Works
This means any musical work, and includes
works composed for musical accompaniment.

Artistic Works
This means:

+ a graphic work, photograph, sculpture or col-
lage, irrespective of artistic quality;

+ a work of architecture being a building or a
model for a building; or

«a work of artistic craftsmanship.

“Artistic works” does not cover a layout-design
within the meaning of the Layout-Designs of
Integrated Circuits Act 2000.

All graphic works, regardless of their artis-
tic quality — including technical and engineer-
ing drawings — are entitled to copyright (Peko
Wallsend Operations Ltd & Ors v Linatex Pro-
cess Rubber Sdn Bhd and another (1993) 1 MLJ
225; Dura-Mine Sdn Bhd v Elster Metering Ltd &
Anor (2015) 3 MLJ 1). The Malaysian courts have
also ruled that three-dimensional work produced
from two-dimensional drawings is also eligible
for copyright protection in Malaysia (DNC Asiatic
Holdings Sdn Bhd & 2 Ors v Honda Giken Kogyo
Kabushiki Kaisha (2019) AMEJ 1514).

Films

“Film” means any fixation of a sequence of visual
images on material of any description, whether
translucent or not, so as to be capable by use
of that material, with or without the assistance
of any contrivance:

+ of being shown as a moving picture; or

« of being recorded on other material, whether
translucent or not, by the use of which it can
be shown.

It also includes the sounds embedded in any
soundtrack associated with a film.

Sound Recordings

“Sound recording” means any fixation of a
sequence of sounds or of a representation of
sounds capable of being perceived aurally and
of being reproduced by any means, but does
not include a soundtrack associated with a film.

Broadcasts

“Broadcast” means a transmission, by wire or
wireless means, of visual images, sounds or
other information which:

* is capable of being lawfully received by mem-
bers of the public; or

« is transmitted for presentation to members of
the public.

It includes the transmission of encrypted signals
where the means for decrypting are provided to
the public by the broadcasting service or with
its consent.

Derivative Works
The following derivative works are protected as
original works:

« translations, adaptations, arrangements and
other transformations of copyrightable works;
and

« collections of copyrightable works, or com-
pilations of mere data whether in machine-
readable or other form, which constitute intel-
lectual creation by reason of the selection and
arrangement of their contents (Section 8, CA).
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2.4 Copyright Protection: Software
“Computer program” is statutorily defined as “an
expression, in any language, code or notation,
of a set of instructions (whether with or without
related information) intended to cause a device
having an information processing capability to
perform a particular function either directly or
after either or both of the following:

« conversion to another language, code or
notation; and/or
« reproduction in a different material form.”

Although the definition of “computer program”,
as part of “literary works” does not refer to “soft-
ware” explicitly, decided cases have shown that
the definition of “computer program” is wide
enough to encompass “software”. Hence, soft-
ware is eligible for copyright protection (Alfa
Laval (M) Sdn Bhd v Ng Ah Hai & 2 Ors (2008) 5
MLJ 344). The protection covers both its source
code, object code (binary code) and any set of
instructions in whatever converted form, which
could be read by a computer (Petraware Solu-
tions Sdn Bhd v Readsoft Aktiebolag & Anor
(2014) 1 AMCR 112; Creative Purpose Sdn
Bhd & Anor v Integrated Trans Corp Sdn Bhd
& Ors (1997) 2 MLJ 429). Therefore, software is
copyrightable as “literary works” and the same
requirements would apply.

The Malaysian courts further extended the copy-
right protection of a computer program to non-
literal elements, such as the underlying structure
on which the computer program operates, and
the design elements. The user interface and the
design of the computer screen display are pro-
tected as artistic works under the CA and the
same qualifying criteria would apply (Onestop
Software Solutions (M) Sdn Bhd & Anor v
Masteritec Sdn Bhd & 2 Ors (2009) 8 MLJ 528).

However, the function of a computer program
is not copyrightable (Chuah Aik King (sole pro-

prietor of Syarikat B Three Technology) v Key-
donesoft Sdn Bhd (2019) 8 MLJ 515; Flexsoft
Technology Sdn Bhd v First E-Formatics Sdn
Bhd & 4 Ors (2020) MLJU 369).

2.5 Copyright Protection: Databases
While the CA does not make an express refer-
ence to a “database” being copyrightable, a
database may fall within the category of literary
works under the heading of “tables and com-
pilations”. Additionally, a database may also
be deemed a “derivative work” as a collection
of work or compilation of “mere data”, both of
which are copyrightable as literary works, and
the same requirements would apply. See 2.3
Categories of Copyrightable Works.

Subject to the database and information therein,
it may also be protected by the common law on
confidential information.

2.6 Copyright Protection: Industrial
Design

In Malaysia, industrial designs are protected by
the Industrial Designs Act 1996.

The protection does not cumulate, as the CA
stipulates that a copyright will not subsist in any
design which is registered under any written law
relating to industrial design (Section 7(5) and (7),
CA).

2.7 Copyright Protection: Distinct
Categories

Provided that aspects of the above illustrations
fulfil the essential requirements for copyright (eg,
originality, reduced into material form), it is argu-
able that copyright would subsist depending on
the type of work.

See 2.1 Copyright Protection: Essential Ele-
ments.
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Subsistence of copyright in TV format remains
untested in Malaysia. However, the High Court of
England and Wales in Banner Universal Motion
Pictures Ltd v Endemol Shine Group Ltd & Anor
(2017) EWHC 2600 (Ch) indicated that TV for-
mats may be copyrightable as dramatic works.
As Malaysia is a common law country, this Eng-
lish decision may be of a persuasive nature to
the Malaysian courts when interpreting “dramat-
ic work” in the CA.

3. AUTHORSHIP AND
COPYRIGHT OWNERSHIP

3.1 Authorship

According to Section 3 of the CA, the “author”
of a work means different things in different con-
texts:

«in relation to literary works, it means the writer
or the maker of the works;

* in relation to musical works, it means the
COMPOSEY;

«in relation to artistic works other than photo-
graphs, it means the artist;

+in relation to photographs, it means the per-
son who arranged the taking of the photo-
graphs;

« in relation to films or sound recordings, it
means the person who arranged the making
of the film or recording;

« in relation to broadcasts transmitted from
within any country, it means:

(a) the person transmitting the programme, if
they have responsibility for the selection
of its contents; or

(b) any person providing the programme who
makes the necessary arrangements for its
transmission with the person transmitting
it; and

+in relation to any other cases, it means the
person by whom the work was made.

By virtue of Section 26(4) of the CA, where a
name which purports to be the name of the
author appears on the work, there is a presump-
tion that the named person is the author. How-
ever, this presumption may be rebutted.

3.2 Joint Authorship

Section 3 of the CA defines a “work of joint own-
ership” as a work produced by the collaboration
of two or more authors in which the contribution
of each author is not separable from the contri-
bution of the other author(s).

There are three prerequisites for a work to be
regarded as a “work of joint authorship”:

« the work must be produced by the collabora-
tion of two or more authors;

« the contribution of each author may not be
separable from the contribution of the other
author or authors; and

« it must be shown in a work of joint authorship
that each author has expended skill and suffi-
cient effort to make their contribution original
in character.

3.3 Copyright Protection: Anonymous
or Pseudonymous Works

Section 26(4)(b) of the CA provides a rebuttable
presumption that the publisher whose name is
indicated in anonymous or pseudonymous work
is the legal representative of the anonymous or
pseudonymous author. Being the legal repre-
sentative, the publisher is entitled to exercise
and protect the rights belonging to the author
under the CA.

Section 26(4)(c) of the CA addresses the copy-
right of “orphan works”. For unpublished work
where the identity of the author is unknown, but
where there is every reason to presume they are
a citizen of Malaysia, the copyright conferred is
deemed to vest in the minister charged with the
responsibility for culture.
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Section 114A(1) of the Evidence Act 1950 states
that “[a] person whose name, photograph or
pseudonym appears on any publication depict-
ing himself as the owner, host, administrator,
editor or sub-editor, or who in any manner facili-
tates to publish or re-publish the publication is
presumed to have published or re-published the
contents of the publication unless the contrary is
proved”. “Publication” is defined under Section
4(b) of the Evidence Act 1950 as “a statement
or a representation, whether in written, printed,
pictorial, film, graphical, acoustic or other form
displayed on the screen of a computer”.

3.4 Collective Works

Copyright of collective works exists separately
from and independently of the copyright in the
items themselves. A distinction should be made
between the copyright in the individual items and
the copyright in the collection (Section 13, CA).

3.5 Corporate Authorship

Pursuant to Section 10 of the CA, copyright sub-
sists in every copyrightable work by a “qualified
person”, who is:

+ an individual who is a citizen of or permanent
resident in Malaysia; or

»a body corporate established in Malaysia and
constituted or vested with legal personality
under the laws of Malaysia.

Wong Kian Kheong JC (as his lordship was then)
in Aktif Perunding Sdn Bhd v ZNVA & Associ-
ates Sdn Bhd (2017) 10 CLJ 226 held that copy-
right subsisted in the mechanical and electrical
engineering drawings authored by a “qualified
person”, a private limited company incorporated
under the Companies Act 1965 (how Companies
Act 2016). However, Section 25(2)(a), (b)(i) and
(i) of the CA only confer “moral rights” on the
author of a work who is a natural person. Hence,
a body corporate does not have moral rights.

Although Section 26(1) of the CA states that the
first owner of the copyright is the author, Malay-
sia has a work-for-hire doctrine.

» Works created by employees or works
specifically commissioned are deemed to
be transferred automatically from the author
to the employer or to the person who com-
missioned the work, as the case may be.
This presumption may be rebutted by parties
agreeing otherwise (Section 26(2), CA).

« Copyright subsisting in works of government,
government organisations or international
bodies; or works made under the direction
or control of the government, government
organisations or international bodies will vest
in these relevant bodies and not in the author
(Section 11, CA).

There is no specific standard to be met by the
parties in the CA.

Work produced at universities is not expressly
provided for under the CA. In practice, copyright
in student-university relationships may be gov-
erned by contract.

4. SCOPE OF COPYRIGHT
PROTECTION

4.1 Economic Rights of the Copyright
Owner

Section 13(1) of the CA provides that a copyright
owner shall have exclusive rights, including:

* rights of reproduction;

* rights of communication to the public;

* rights to perform, show or play to the public;
* rights of distribution; and

* rights of commercial rental.

There is no provision in the CA for non-consen-
sual termination and/or recapture of copyright

10
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by an author, as copyright automatically vests
in the author of a copyrightable work. See 2.1
Copyright Protection: Essential Elements.

The duration of the exclusive rights varies with
the category of the copyrighted work.

For published literary, musical or artistic works,
the duration of the copyright is the life of the
author plus 50 years after their death. For works
of joint authorship, the computation of 50 years
begins from the date of death of the last surviv-
ing author (Section 17(1) and (4), CA).

For unpublished literary, musical or artistic
works, the copyright will continue to subsist until
the expiry of 50 years computed from the begin-
ning of the next calendar year following the year
in which the work was first published (Section
17(2), CA).

For literary, musical or artistic works published
anonymously or under a pseudonym, the dura-
tion of the copyright is 50 years from the begin-
ning of the calendar year following the year in
which the work was first published, or first made
available to the public, whichever is the latest. If
the identity of the author becomes known, the
duration will be calculated in accordance with
published work (Section 17(3), CA).

For published editions, sound recordings,
broadcasts, films and works of government, the
copyright will continue to subsist until the expiry
of 50 years computed from the beginning of the
next calendar year following the year in which
the work was first published (Sections 18, 19,
20, 22 and 23, CA).

4.2 Alienable Rights

Economic rights may be transferable by assign-
ment, testamentary disposition, or by operation
of law, as movable property under Section 27 of
the CA. No assignment of copyright or licence

11

to do an act, the doing of which is controlled by
copyright, will have effect unless it is in writing.

The assignment or testamentary disposition may
be limited to:

« certain acts which the copyright owner has
the right to control;

« certain parts of the period of the copyright; or

« a specified country or other geographical
area.

For co-ownership, the assignment or licence by
one copyright owner will be as effective as if the
assignment is also granted by the co-owners,
subject to any agreement or financial arrange-
ment between the co-owners.

4.3 Transmissible Rights

The CA suggests that economic rights are trans-
missible, as they can be exercised upon the
author’s death, for a period of 50 years by their
heirs (Section 27, CA).

4.4 Transfer of Rights

Section 11 of the Contracts Act 1950 and Sec-
tion 2 of the Age of Majority Act 1971 suggest
that the minimum age for an individual to enter
into a valid and binding agreement is 18 years
old. The CA and case laws are silent on this mat-
ter.

4.5 Copyright Exhaustion Doctrine

By virtue of Section 13(1)(A) of the CA, a copy-
right owner has the right to control only the first
distribution of their work to the pubilic.

4.6 Moral Rights of the Copyright
Owner

There are two types of moral rights protected
under Section 25(2) of the CA:

« the right of paternity, which is the prohibition
of presentation of the work, by any means
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whatsoever, without identifying the author or
under a name other than that of the author;
and

« the right of integrity, which is the prohibition
of distortion, mutilation or modification which
significantly alters the work and is such that
it might reasonably be regarded as adversely
affecting the author’s honour or reputation.

The High Court in Aktif Perunding (supra) held
that moral rights pursuant to Section 25(2)(a) and
(b) would apply to drawings even if they are not
a “purely artistic and/or creative endeavour”,
as the wording of the provision is not restricted
as such. Furthermore, the court held that moral
rights pursuant to Section 25(2)(a) and (b) are
only conferred on a natural person.

The CA does not expressly provide for the dura-
tion of moral rights. However, reading the sec-
tions together, it is arguable that moral rights
would subsist only during the duration of copy-
right protection. This is consistent with the Berne
Convention under Article 6 bis, which provides
that the moral rights of the author will be main-
tained after their death, at least until the expiry
of copyright.

The alienability of moral rights which are person-
al to the author remains unclear, as the legisla-
tion is silent on the requirements. In Syed Admad
bin Jamal v Dato Bandar Kuala Lumpur (2011)
2 CLJ 569, Azahar Mohamed J (as his lordship
was then) noted that moral rights are alienable
rights, in obiter. If modifications are required by
a licensee to commercially exploit the work, this
should at the very least be in writing when apply-
ing for a copyright transfer or licence.

Moral rights may be transmissible, in the man-
ner that they can be exercised upon the author’s
death, for a period of 50 years by their heirs.

5. COPYRIGHT
MANAGEMENT SYSTEMS

5.1 Anti-circumvention Right

The prohibition against circumvention of techno-
logical protection measures was included in the
CA in 1997 by way of Section 36(3), which was
modelled on Article 11 of the WIPO Copyright
Treaty. Section 36(3) of the CA has since been
repealed and replaced by Section 36A of the CA.

Section 36A of the CA prohibits the circumven-
tion of technological protection measures but
does not make such acts infringing acts. Two
acts are prohibited:

- if a technological protection measure is
applied to a copy of a work by or with the
authorisation of the owner of the copyright in
the work, no person will circumvent or cause
or authorise any other person to circumvent
the technological protection measure (Section
36A(1), CA); and

» commercial dealings relating to circumvention
devices are prohibited (Section 36A(3)).

Section 36A(2) provides for six exceptions to the
act of circumventing technological measures
provided in Section 36A(1), which are as follows:

- for the sole purpose of achieving inter-oper-
ability of an independently created computer
program with the original program or any
other programs;

- for the sole purpose of identifying and ana-
lysing flaws and vulnerabilities of encryption
technology;

« for the sole purpose of testing, investigating
or correcting the security of a computer, com-
puter system or computer network;

- for the sole purpose of identifying and disa-
bling an undisclosed capability to collect or
disseminate personally identifying information
about the online activities of a natural person;

12
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* in relation to anything lawfully done for the
sole purpose of —
(a) law enforcement;
(b) national security; or
(c) performing a statutory function; or
«in the case of a library, an archive or an edu-
cational institution, for the sole purpose of
making an acquisition decision in relation to a
work in which copyright subsists.

5.2 Legal Remedies for Copyright
Management Information

Copyright management information was first
introduced into the CA in 1997 by way of Section
36(4). The now-repealed Section 36(4) made it an
act of copyright infringement to remove or alter
any electronic rights management information
without authority, or to deal with works knowing
that electronic rights management information
has been removed or altered without authority.

In 2012, a new Section 36B (based on Article
12 of the WIPO Copyright Treaty) was inserted,
which prohibits the doing of acts mentioned in
the provision, but does not regard it as copy-
right infringement. This new section is argued
by well-respected and renowned Malaysian
academicians, Professor Datuk Dr Khaw Lake
Tee and Professor Dr Tay Pek San, to be more in
line with the well-established notion of the exclu-
sive rights of a copyright owner and copyright
infringement.

The legal remedies for the prohibited acts under
Section 36A or 36B are provided under Section
37 of the CA, which includes:

« an order for injunction;

« damages;

+ an account of profits;

- statutory damages of not more than
MYR25,000 for each work, and not more than
MYR500,000 in the aggregate; or

+ any other order as the court deems fit.
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It is noteworthy that where an action under Sec-
tion 37 for the commission of a prohibited act
under Section 36A or 36B is established, the
court may, in assessing damages for the com-
mission of the prohibited act, award such addi-
tional damages as it may consider appropriate
if it is satisfied that it is proper to do so having
regard to:

« the flagrancy of the prohibited act;

+ any benefit shown to have accrued to the
defendant by reason of the prohibited acts;
and

« all other relevant matters.

In awarding statutory damages, the court shall
have regard to:

« the nature and purpose of the infringing
act or prohibited act, including whether the
prohibited act was of a commercial nature or
otherwise;

« the flagrancy of the prohibited act;

» whether the defendant acted in bad faith;

+ any loss that the plaintiff has suffered or is
likely to suffer by reason of the prohibited act;

+ any benefit shown to have accrued to the
defendant by reason of the prohibited act;

« the conduct of the parties before and during
the proceedings;

+ the need to deter other similar prohibited
acts; and

« all other relevant matters.

6. COLLECTIVES

6.1 Collective Rights Management
See 6.2 Collecting Society.

6.2 Collecting Society
The following licensing bodies were declared by
the Controller to carry out royalty collection and
distribution independently:
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* Music Authors’ Copyright Protection Berhad
(MACP) (representing songwriters, composers
and music publishers);

* Public Performance Malaysia Sdn Bhd (PPM)
(representing recording companies);

+ Recording Performers Malaysia Berhad (RPM)
(representing performers);

* Music Right (Sarawak) Berhad (MRSB) (rep-
resenting recording companies, songwriters,
composers, music publishers and recording
performers for ethnic songs in Sarawak);

* Music Rights Sabah Berhad (MRS) (repre-
senting recording companies, songwriters,
composers, music publishers and recording
performers for ethnic songs in Sabah);

* MPLC Sdn Bhd (MPLC) (representing film
producers); and

+ Malaysia Reprographic Rights Centre Berhad
(MARC) (representing writers, publishers and
authors in the publishing industry).

The licensing bodies collect royalties on behalf
of their members and distribute the royalties to
the copyright owners. The licensing bodies also
initiate enforcement action and manage the fol-
lowing rights:

* reproducing the work;

« performing, showing or playing the work in
public;

« communicating the work to the public;

* rebroadcasting the work;

« the commercial rental of the work to the
public; or

» making an adaptation of the work.

Before any collection can be made by a licens-
ing body, it is mandatory for the agency to be
declared as a licensing body pursuant to Part
IVA of the CA by the IPCM. The licensing bodies
are under the control of the IPCM, and where the
licensing bodies fail to comply with the requisite
code of conduct or the rules made by the IPCM,
or fail to act in their agent’s best interest, their

declaration as a licensing body can be revoked
by the IPCM.

6.3 Synchronisation Rights
Synchronisation rights are managed by the
rights management bodies/collecting societies
as discussed in 6.2 Collecting Society.

7. EXCEPTIONS TO
COPYRIGHT

7.1 Fair Use Doctrine/Fair Dealing

The CA provides a comprehensive list of excep-
tions to copyright infringement. The statutory
exceptions for copyright include:

« fair dealing (which includes research, private
study, criticism, review or the reporting of
news or current events, accompanied by
acknowledgement of the title of the work);

* private and domestic use;

« use by the government and other organisa-
tions;

« use of a work for judicial and legal purposes;

- artistic use of a work on public display;

« parody, pastiche and caricature;

* back-copies of computer programs; and

« any other exceptions which are not consid-
ered damaging to the economic interests of
the owner of the copyright.

7.2 Private Copying

The CA permits the practice of time-shifting,
whereby the private recording of broadcasts for
the purpose of watching them at a later time is
not an infringement of copyright.

7.3 Reproductions of Cultural Goods/
Buildings

The inclusion or reproduction of any artistic work
in a film or broadcast of copyrighted work that
can be viewed by the public does not constitute
an infringement of copyright (Section 13(2), CA).

14
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7.4 Activities Carried Out by
Intermediaries

The CA limits the liabilities of service providers,
including internet service providers. The limita-
tion of liabilities applies to service providers who
carry out the following activities:

« transmission, routing and provision of con-
nections;

« system of caching;

« provision of space on the service provider’s
system for the storage of digital materials at
the direction of its users; and

« provision of information location tools.

7.5 Satire and Parody

It is not an infringement to carry out any act
restricted by copyright if the act is done by way
of parody, pastiche or caricature. However, “par-
ody, pastiche and caricature” are not expressly
defined in the CA (Section 13(2), CA).

7.6 Copyright: Freedom of Speech/
Right of Information

Although copyright protection grants exclusivity
to the author or copyright owner, thereby poten-
tially or indirectly affecting creativity, innovation
and freedom of expression, the CA provides sev-
eral exceptions to copyright infringement (see
7.1 Fair Use Doctrine/Fair Dealing).

8. NEIGHBOURING/
ENTREPRENEURIAL/
COPYRIGHT-RELATED
RIGHTS

8.1 Neighbouring Rights
Section 10A of the CA provides for performers’
rights.

For protection of performers’ rights, two condi-
tions need to be met:
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« the individual must be a “performer” within
the meaning of Section 3 of the CA, which
includes —

(a) actor;
(b) singer;

(c) musician;

(d) dancer; or

(e) any person who acts, sings, delivers,

declaims, plays in, interprets or otherwise
performs a performance; and

« the performer must —

(a) be a citizen or permanent resident of
Malaysia; or
(b) if not a citizen or permanent resident of
Malaysia, their performance must -
(i) take place in Malaysia;
(i) be incorporated in sound recordings
that are protected under the CA; or
(ifi) if not fixed in a sound recording, be
included in a broadcast qualifying for
protection under the CA.

8.2 Transferring/Licensing/Sale of
Neighbouring Rights

The CA does not provide for specific types of
contract to transfer/license/sell neighbouring
rights in Malaysia. Parties are free to negotiate
the terms of a contract to transfer/license/sell
neighbouring rights in Malaysia on a bespoke
basis.

8.3 Copyright Exceptions Applicable to
Neighbouring Rights

The exceptions to copyright applicable to per-
formers’ rights, as provided in Section 16A of the
CA, are as follows.

The performer has no right to control the direct
or indirect sound recording (including a copy
of such recording) or an indirect film of a live
performance where the sound recording or film
(including a copy of such recording) was made
solely for the following purposes:
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« the private and domestic use of the person
who made it;

« scientific research;

* reporting of news or current affairs;

* criticism or review; or

* judicial proceedings or the giving of profes-
sional advice by a legal practitioner.

The performer has no right to control the indirect
sound recording or film of a live performance if
the sound recording or film (including a copy of
such recording) was made by or on behalf of:

+ an educational institution solely for the edu-
cational purposes of that institution; or

+ an institution assisting persons with a visual,
aural, intellectual and/or print disability.

The following exceptions also apply:

* the making by a broadcaster authorised to do
so of a direct recording (including a copy of
such recording) for the purpose of making a
broadcast; and

« fraudulent or innocent misrepresentation
made to a person who makes a direct or
indirect copy and who reasonably believes
that the performer has authorised the mak-
ing of the recording (including a copy of such
recording) by that person.

9. COPYRIGHT
INFRINGEMENT AND
LITIGATION

9.1 Types of Copyright Infringement

Copyright is infringed by any person who does,
or causes any other person to do — without the
licence of the owner of the copyright — an act
which is controlled by copyright under Section
36 of the CA, namely: reproduction in any mate-
rial form; communication to the public; perfor-
mance, showing or playing to the public; distri-

bution of copies to the public by sale or other
transfer of ownership; and commercial rental to
the public, of a whole work or a substantial part
thereof, either in its original or derivative form
(Section 13(1), CA).

The plaintiff is required to establish (a) the sub-
sistence of their copyright work; and (b) that the
plaintiff is the owner of the copyright work.

An affidavit, a certified extract of the Register
of Copyright or a statutory declaration is prima
facie evidence of the facts contained therein.
The Federal Court in Dura-Mine (supra) has
held that the provision under Section 42 must
be strictly complied with. As an alternative, a
person claiming copyright could adduce oral evi-
dence and tender other evidence to establish
their ownership.

Establishing Infringement

In order to establish infringement by reproduc-
tion of the plaintiff’s work or a substantial part
thereof, the plaintiff must therefore prove, on the
balance of probabilities, that:

« there is sufficient objective similarity between
the plaintiff’s work and the infringing work, or
a substantial part thereof; and

« there is a causal connection between the
plaintiff’s work and the infringing work — Hon-
da Giken Kogyo Kabushiki Kaisha v Mforce
Bike Holdings Sdn Bhd (2021) 9 CLJ 438.

The burden is on the plaintiff to establish suf-
ficient objective similarity and causal connec-
tion between the two works. Proof of both these
elements, giving rise to an inference that the
defendants copied the plaintiff’s work, is to be
rebutted by the defendants. The burden then
shifts to the defendants to show there was an
independent creation of the work, as in Mohd
Syamsul Md Yusof & Ors v Elias Idris (2019) 4
MLJ 788.

16
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In Elias, the Court of Appeal construed the mean-
ing “causal connection” widely and held that a
causal connection can be established directly
or indirectly. In a case where the original work
had been published and was therefore available
to the public, the court held that the defend-
ant could have had prior access to the novel.
Even if the novel was no longer on the market,
it would still presumably have been available in
libraries and book stores. The causal connection
would therefore have been indirect. The Federal
Court allowed the appeal on the facts. In brief,
the issue of causal connection arose only after
the issue of substantial similarity between the
two works had been established.

In establishing similarities, the elements of com-
monplace, unoriginal and general ideas must be
excluded and attention should be directed at the
similarities between the copyrighted work and
the infringing work, and not at their differences.
This is to single out any substantially similar
works which are commonplace, unoriginal and
consisting of general ideas from the protection
of copyright (Honda Giken, supra).

On the issue of objective similarity, the Malay-
sian court undertakes a visual comparison of the
two works to ascertain the similarities and the
differences.

Direct and Indirect Infringment

The CA recognises two types of infringement,
ie, direct and indirect. There will be infringement
only if the alleged infringing act takes place in
Malaysia, as the exclusive rights owned by the
copyright owner pursuant to Section 13(1) of the
CA are limited to controlling the performance of
the acts in Malaysia. See 4.1 Economic Rights
of the Copyright Owner.

Direct infringement occurs when a person per-
forms, or causes another person to perform, an
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act, the performance of which is controlled by
copyright.

A copyright is indirectly infringed by any per-
son who, without the consent or licence of the
owner of the copyright, carries on commercial
dealings in the copyright (eg, imports an article
into Malaysia for the purpose of selling, letting
for hire, distributing or exhibiting the article in
public), when the person knows or ought rea-
sonably to know that the making of the article
was carried out without the consent or licence
of the owner of the copyright.

9.2 Defences against Copyright
Infringement

The defences provided by the CA against copy-
right infringement, include:

« fair dealing, including for purposes of
research, private study, criticism, review or
the reporting of news or current events;

« parody, pastiche and caricature;

« private and domestic use;

* use by government and other organisations;

« use for judicial and legal purpose;

« artistic work on public display;

« the inclusion of a work in a broadcast or
performance showing or playing to the public,
a collection of literary or musical works, or a
sound recording or film, if such inclusion is
made by way of illustration for teaching pur-
poses and is compatible with fair practice;

« the making of a sound recording of a broad-
cast, or a literary, dramatic or musical work,
sound recording or a film included in the
broadcast in so far as it consists of sounds
if such sound recording of a broadcast is for
the private and domestic use of the person by
whom the sound recording is made;

« the making of a film of a broadcast, or a
literary, artistic, dramatic or musical work or
a film included in the broadcast in so far as
it consists of visual images, if the making of



LAW AND PRACTICE MALAYSIA

Contributed by: Bahari Yeow, Lim Zhi Jian, Alex Choo and Ng Lih Jiun, Gan Partnership

a film of the broadcast is for the private and
domestic use of the person by whom the film
is made;
the making and issuing of copies of any work
in a format to cater for the special needs of
people and the issuing of such copies to the
public by non-profit bodies or institutions and
on such terms as the Minister may determine;
the reading or recitation in public orin a
broadcast by one person of any reason-
able extract from a published literary work if
accompanied by sufficient acknowledgement;
any use of a work for the purpose of an
examination by way of setting the questions,
communicating the questions to the candi-
dates or answering the questions;
the reproduction made in schools, universities
or educational institutions of a work included
in a broadcast intended for such schools,
universities or educational institutions;
the making of quotations from a published
work if they are compatible with fair practice
and their extent does not exceed that justified
by the purpose, including quotations from
newspaper articles and periodicals in the
form of press summaries;
the commercial rental of computer programs,
where the program is not the essential object
of the rental;
the making of a transient and incidental
electronic copy of a work made available
on a network if the making of such copy is
required for the viewing, listening or utilisation
of said work; and
- other defences, such as use not considered
damaging to the economic interests of the
copyright owner (Section 13(2), CA).

In determining whether a dealing constitutes a
fair dealing, the factors to be considered must
include:

« the purpose and character of the dealing,
including whether such dealing is of a com-

mercial nature or is for non-profit educational
purposes;

« the nature of the copyrighted work;

« the size and substantiality of the portion
used in relation to the copyrighted work as a
whole; and

« the effect of the dealing on the potential mar-
ket for or value of the copyrighted work.

9.3 Proceedings Available to the
Copyright Holder

Copyright infringement is a civil action brought
by a copyright owner or their exclusive licensee
to enforce their private proprietary right over the
copyrighted work. Thus, the copyright owner
may institute a legal proceeding before the High
Court for legal recourse or remedies. There are
no formalities provided in the CA, before initiat-
ing legal proceedings.

Section 41 of the CA also provides for criminal
liability for certain offences relating to copyright-
ed work:

» making, for sale or hire, any infringing copy;

+ selling, letting for hire or by way of trade,
exposing or offering for sale or hire any
infringing copy;

« distributing infringing copies;

* having in their possession, custody or control
any infringing copy, other than for private and
domestic use;

* by way of trade, exhibiting any infringing copy
in public;

« importing an infringing copy into Malaysia,
other than for their private and domestic use;
» making or having in their possession any con-
trivance used or intended to be used for the

purposes of making infringing copies;

« circumventing or causing or authorising the
circumvention of any effective technological
measures;

18
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» manufacturing, importing or selling any tech-
nology or device for the purpose of circum-
vention of technological protection measures;

* removing or altering any electronic rights
management information without authority; or

« distributing, importing for distribution or com-
municating to the public, without authority,
works or copies of works in respect of which
electronic rights management information has
been removed or altered without authority.

The Controller or Deputy Controller may, with the
written consent of the public prosecutor, com-
pound any offence under any subsidiary legis-
lation made under the CA, which is prescribed
to be a compoundable offence, by accepting
from the person reasonably suspected of hav-
ing committed such offence a sum of money not
exceeding such amount as may be prescribed
(Section 41A, CA).

It is also an offence for any person who operates
an audio-visual recording device in a screening
room to record any film in whole or in part (Sec-
tion 43A, CA).

A copyright owner may lodge a police report,
then give information under oath to a magistrate,
in order for the authorities to obtain a search
and seizure warrant. It is noteworthy that a war-
rant is not a prerequisite if the authorities are
satisfied that by reason of delay in obtaining the
search warrant, the infringing products may be
disposed of.

9.4 Jurisdiction for Copyright
Proceedings

Except for offences under Section 41 of the CA,
which are initiated at the sessions court, copy-
right civil infringement proceedings are initiated
at the High Court. There is also a specialised IP
court in some states.
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9.5 Necessary Parties to Copyright
Infringement Proceedings

In general, the aggrieved copyright owner and
the infringer are parties to infringement proceed-
ings. However, an exclusive licensee may also
initiate legal proceedings and seek remedies.

9.6 Third Parties to Copyright
Proceedings

Third parties that fall within the scope of “service
providers” in Section 43B of the CA are exempt
from liability.

A “service provider” is defined as a person who:

* provides services relating to the access,
transmission or routing of data;

« provides connections for the access, trans-
mission or routing of data;

« provides online services or network access;
or

« operates facilities for online services or net-
work access.

The CA expressly provides that a service pro-
vider will not be treated as having authorised the
performance of any act which is an infringement
of copyright, solely by reason of the service pro-
vider having provided a facility which was used
by a person to perform the infringing act.

9.7 Urgent Measures
The urgent measures available are, among oth-
ers:

* interim injunctions;

* Mareva injunctions;

+ Anton Piller orders; and
« filing a police report.

Criminal Action

Dealing first with the urgent measure in relation
to a criminal action, any person (usually the cop-
yright owner) may lodge a police report, which
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then initiates the investigation. The authorities
will collect information and then decide whether
or not to prosecute the suspected infringer.

Civil Action

Interim injunction

The High Court will consider granting this if,
among other things:

« the plaintiff can prove that there is a serious
question to be tried;

« the plaintiff can prove that damages may not
be adequate to compensate the plaintiff for
the injuries suffered due to the infringement;
and

« the balance of convenience leans towards
granting the injunction.

Mareva injunction
The High Court will consider granting this if,
among other things:

« the plaintiff can show that they have a good
arguable case;

« the plaintiff can show that the defendant has
assets in Malaysia; and

« the plaintiff can prove that there is a real risk
that the defendant will dispose of the assets
before judgment is given.

Anton Piller order
The High Court will consider granting this if,
among other things:

« the plaintiff can prove an extremely strong
prima facie case that copyright has been
infringed;

- the damage, potential or actual, is very seri-
ous; and

« the plaintiff can provide clear evidence that
the defendant has in their possession incrimi-
nating documents, and that there is a real
possibility that said incriminating documents
may be destroyed.

9.8 Role of Experts in Copyright
Proceedings

An expert’s role is to assist the court in under-
standing the issues. In Malaysia, experts are
generally not involved in copyright infringement
cases. However, where the case concerns tech-
nical questions of art or science (eg, infringe-
ment of software), the opinions of an expert may
be relevant to the court.

The Malaysian courts have held that during vis-
ual inspection, there is no necessity to resort to
external aid or expert evidence before arriving
at the conclusion that the copyrighted works of
the plaintiff had been imitated or copied — Honda
Giken Kogyo Kabushiki Kaisha (also known as
“Honda Motor Co, Ltd”) v DNC Asiatic Holdings
Sdn Bhd (2018) 9 CLJ 229.

9.9 Counterfeits and Parallel Imports
The owner of the copyright may seek to prohibit
the importation of any infringing copies/counter-
feits, by giving a written notice to the Controller
requesting action during a specified period. If the
Controller determines that the application has
merit, any infringing copies will be prohibited for
the duration of the said period. There is no simi-
lar mechanism for parallel imports.

9.10 Remedies and Sanctions

Sanctions (for criminal prosecution) include
imprisonment, fine or a combination of both,
depending on the offence committed.

9.11 Copyright Infringement as
Administrative or Criminal Offences
Subject to the nature of the issue, copyright
infringement may be initiated by a civil suit (see
9.3 Proceedings Available to the Copyright
Holder and 9.4 Jurisdiction for Copyright
Proceedings) or criminal prosecution at the
discretion of the attorney general. Parties have
no control over criminal prosecution.
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9.12 Appellate Procedure for Copyright
Proceedings

There are no special evidential rules or civil pro-
cedures concerning the appellant procedure for
copyright proceedings. There are specialised
judges in the appellate courts who are assigned
to hear copyright proceedings.

9.13 Costs of Copyright Litigation
Generally, costs follow the event. In other
words, the losing party will be ordered to pay
costs to the winning party. This, however, varies
from case to case, is at the total discretion of
the court, and does not necessarily equate to
the amount spent by the parties. Generally, the
costs awarded by the court are less than those
incurred by the parties.

9.14 Alternative Dispute Resolution
While alternative dispute resolution is not com-
pulsory, it is gaining popularity. For example, in
Malaysia the court offers mediation, which may
be explored by the parties. However, due to the
adversarial nature of a copyright infringement, it
is more likely to be a dispute resolved in court
and not by arbitration.

The Copyright (Amendment) Act 2020 (the
“Amendment”), which took effect on 1 July 2020,
introduced a new Section 59C to the Copyright
Act 1987. Section 59C extends the Copyright
Tribunal’s jurisdiction to include disputes relating
to royalties arising between a licensing body and
its members.
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However, the Tribunal’s jurisdiction to hear and
determine royalty disputes may be excluded by
the agreement between the licensing body and
the members. The Amendment further provides
that an order by the Tribunal on royalties may be
in perpetuity or for such period as the Tribunal
may determine.

The Amendment expands the jurisdiction of
the Tribunal and provides a specific forum for
aggrieved members to raise royalty disputes,
ie, before the Tribunal. The Tribunal’s order is
deemed to be an order of a sessions court and
may be referred to the High Court, where it
will be treated as an appeal. A decision of the
High Court is final and conclusive, and no such
decision may be challenged, appealed against,
reviewed, quashed or called into question. Con-
sequently, this means that the right of appeal
of a member of a licensing body concerning a
royalty dispute that originates from the Tribunal
will stop at the High Court.
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Gan Partnership is a leading law firm specialis-
ing in dispute resolution, alternative dispute res-
olution and intellectual property (IP). Known for
its solid strength in dispute resolution, this inter-
nationally recognised firm provides clients with
an arsenal, ranging from senior counsel with
over 25 years’ experience to aggressive junior
and modern litigators. Following the addition of
two partners with over three decades’ experi-
ence between them and the recent admission
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